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Remarks 

» February^. A.^---*-*-*-*--™-- , 

"n « the 35 USC §112 and 35 USC S102 rejections - <he ^ - 
U.S. P*ent No. 3.639.3,5 (Rodrigaez) »ere disused. The Examiner also gave the 
, ■ „„«„m=v citations to footnote 6 of Atla^Thnnaptaato Co. I«c. *■!><*>* 

i22ospq445 (dcdc ,958> - 

aflinned 120 USPQ 521 (CADC. 1959). These decision, W ete S aid by the Exammer to 
support rejections under 35 USC ! 112. second paragraph of claims staining tire phrases 

"obtainable" or "preparable by". 

In the telephonic interview the undersigned attorney advised the Examiner that a 
father amendment wouldbe submitted. The Examiner mentioned that another attorney had 
recently given himacopy of aJanuary 17, 2003 USPTO memorandum (the "Memorandum ) 
from the USPTO Deputy Commissioner for Patent Examination Policy concerning rejecUons 
made under 35 U.S.C. § 112, second paragraph. Applicants' attorney obtained a copy of the 
Memorandum from the USPTO Special Program Law Office. The Memorandum, entitled 
"Advance notice of changes to MPEP § 2173.02 clarifying Office policy with respect to 
rejections made under 35 U.S.C. § 1 12, second paragraph in view of the Supreme Court 
holding in Festp Corp. v. Shoketsu Kinozoku Kogyo KabushM Co., 122 S. Ct. 1831, 62 
USPQ 2d 1705 (2002)", is discussed below. 

Applicants have amended claims 1 and 4 to recite that "the first component contains a 
sufficient number of isocyanate groups and the second component contains a sufficient 
number of hydroxyl groups so that a mixture of the first component and second component 
hasaprocessing time from 10 minutes to 6 hours at room temperature". Antecedent basas for 
this amendment can be found in the Written Description at e.g., page 7, line 24 through page 
8, line 8. Following entry of this amendment claims 1-10 will be pending in this application. 

Rejection under 35 USC §112, second paragraph 

The rejection of claims 1-10 under 35 USC § 1 12, second paragraph was based on Ex 
Parte Wu, Ex parte Steigervald, Ex Parte Hall and Ex Parte Hasche, decisions that all 
involve or refer to "such as" clauses in claims. The Memorandum makes clear that rehance 
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1« second paraph. The cited f«tnote 6 in Atone *— * «*~ 

,952 paten, ac, and involving a soiled "pr^uct-by-process . lano" «o an old article. 

J^n.independentc.aims.oM. ^ « involved claims for ,orr*,„ cDNA 

cl< l t ha,«c,efound»boinde MK und W 35USCU2.secondpara g ra P hb«cau K d K 

CI ain^cl 0 n M we re ch K ac Kri z e don 1 yina m a»n 6 rUia« re ado„c, <) nosof*epno,a I ,and 

„„ „o, characterized in » more pmcise manner such as base sequence or function. . 
Applicants' Cairns have no. bee. characterized in a mauner that reads on pun. systems or 

identifying charac^ristics. As rationed in applicant' Response Med January 9. 2003, « .s 
customary u. die alkyd resin an to describe an alkyd resin in «nns of the ingredient from 
which it ccnvenien.iymigh.be made. The skffled in the art will* well awarcthatthe 
recited alkyd resin could be made using other reaction schemes so long as the end result 
provides an alkyd resin containing moieties corresponding to those that wouid be obtained 
using the recited ingredient. Applicant claims apprise those of ordinary skiU rn the an of 
to, chums- scope and "[serv.1 the notice function required b, 35 U.S.C. 1 1 12. second 
paragraph by providing clear warning to others as to what constitutes infringement of the 

^.ood by those skilled in the ar, atid are no. indefinite. The rejection of these chums 
under 35 USC §112 should be withdrawn. 



" Th . mere use of the phrase "such as" in the claim does not by itself render the claim 
indefinite. Office policy is not to employ per se rules to make technical rejections." 



-5 



Received from < 612 331 7401 > at 2/10/03 7:13:41 PM [Eastern Standard Time] 



02/10/2003 19:17 FAXJJ£^iL»—-— — [£yL ^ S ^ P A * 

n^.ketNo ^«-T>-C1553US 



a 007 



co: 
re: 



nggM nQ/700.901 — 

Rejection under 35 USC §102 
^ rejection of claims 1-10 under 35 USC § 102(b) as being anticipated by U.S. 
PatentNo 3,639,315 (Rodriguez) should likewise be withdrawn. Applicants' two- 

component contains a sufficient number of hydroxyl groups so that annxture of the first 
temperature". Rodriguez does not disclose such a paint system. Rodriguez's one-comp n«* 

as a coating and exposed to air. 

Conclusion 

Applicants' claims provide clear warning to others as to what constitutes infnngement, 
and should not be rejected under 35 USC §112. Applicants' claims are not anticipated by 
Rodriguez, and should not be rejectedunder 35 USC §102. The Examiner is requested to 
telephone the undersigned attorney if any issues remain unresolved. 



February 10, 2003 



IPLM Group, P.A. 
P.O. Box 18455 
Minneapolis, MN 55418 



Respectfully submitted, 




David R. Cleveland 
Registration No: 29,524 
612-331-7412 (telephone) 
612-331-7401 (facsimile) 
United States Patent and Trademark Office 



Customer No. 23322 
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